TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HAYATO TESH MA and TAKAAKI | TOH

Appeal No. 95-2088
Appl i cati on 08/ 056, 8821

Before RONALD HH SM TH, METZ and ELLIS, Adm ni strative Patent
Judges.

ELLIS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe final rejection of clains 6,
16, 17, 22 and 25 through 31. dains 23 and 24 have been

wi t hdrawn from consi derati on by the exam ner pursuant to 37

! Application for patent filed May 5, 1993.
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CFR 8 1.141(b). dainms 1 through 5, 7 through 15 and 18
t hrough 21 have been cancel ed.

As a prelimnary matter we note the appellants’ statenent
on p. 3 of the Brief that all the clains stand or fal
together. 37 CFR 8§ 1.192(c)(5)(1994). Accordingly, for
pur poses of this appeal, we will consider the issues as they
apply to representative claim®6

Claim6 reads as foll ows:

6. A nethod for controlling termtes, conprising the
step of applying to soil where termtes are alive a termte

controlling effective anobunt of a conposition conpri sing:

(a) atermte controlling effective anmount of an active

agent conpri si ng:
(i) at least one pyrethroid conmpound sel ected from

the group consisting of ™-cyano-3-phenoxybenzyl 2-(4-
chl orophenyl ) - 3- net hyl butyrate, 3-phenoxybenzyl 3-(2,2-
di hal ovi nyl ) -2, 2-di net hyl cycl opr opanecar boxyl at e and *'-cyano- 3
phenoxybenzyl 3-(2,2-di hal ovinyl)-2, 2-
di met hyl cycl opr opanecar boxyl at e; and

(ii) N (2-ethyl hexyl)bicyclo [2.2.1] hept-5-en-2, 3-
di car boxi m de; and

(b) an inert carrier.
The references relied on by the exam ner are:
Ito et al. (Ito) 4,276, 308 Jun. 30,

1981
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Kinmura et al. (Kinura) 63-270610 Nov. 08,
1988

(Japanese Kokai)

Joyce et al. (Joyce), Abstract No. 144583] *“Synergi sm of

Pyret hroi ds by Pi peronyl Butoxide and M3K-264 agai nst
Heliothis virescens, Spodoptera exigua, and Spodoptera

frugi perda (Lepi doptera: Noctuidae)” Chem cal Abstracts, vol.
109, p. 270 (1988).

Clains 6, 16, 17, 22 and 25 through 31 stand rejected
under 35 U. S.C. 8§ 103 as being unpatentable over Ito, Kinura
and Joyce.

We have carefully considered the argunents advanced by
both the appellants and the exam ner and we find ourselves in
conpl ete agreenent with the exam ner’s findings of fact,
conclusions of law and rebuttals to argunent.? Accordingly,
we affirmthe exanminer’s rejection and adopt the exami ner’s
position as our owmn. We add the follow ng coments only for

clarification.

2 W note that the appellant’s Reply Brief (Paper No. 13)
was found to be inproper by the examner for failing to
specifically point out the new point(s) of argunent in the
Answer. Thus, the exam ner refused entry into the record.
Paper No. 15. Accordingly, our decision is based exclusively
on the witten record as it appears in the appellants’ Brief
(Paper No. 11) and the exam ner’s Answer (Paper No. 12).
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It is wll established that the PTO bears the initia

burden of establishing a prim facie case of obviousness. 1In
re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Gr
1988); In re Piasecki, 745 F.2d 1468, 1472, 223, USPQ 785, 788

(Fed. Cir. 1984). The exam ner nust establish that the
teachi ngs of the applied prior art would have suggested the
present nmethod for controlling termtes to a person having
ordinary skill in the art, and that such persons woul d have
had a reasonabl e expectation of success of performng said
method. In re OFarrell, 853 F.2d 894, 903-4, 7 USPQd 1673,
1681 (Fed. Cir. 1988). This suggestion need not be expressly
stated in any of the references but, rather, the test of
obvi ousness i s what the conbi ned teachings of the references
woul d have suggested to those of ordinary skill in the art.
In re Betz, 418 F.2d 942, 947, 163 USPQ 691, 695 (CCPA 1969).
Based on the collective teachings of the applied prior
art, and of Kinura, in particular, we agree with the exam ner
that it would have been obvious to one of ordinary skill in
the art to control termtes by applying a conposition

conprising a known wood pest controlling agent, such as -
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cyano- 3- phenoxybenzyl 2-(4-chl orophenyl)-3-nethyl butyrate
(a.k.a., fenvalerate), and a known efficacy enhancer of wood
pest-controlling agents, such as N (2-

et hyl hexyl ) bi cycl o[ 2. 2. 1] hept - 5-en- 2, 3-di car boxi m de (a. k. a.,
M3K-264), to the soil. Since both Ito and Kinmura teach the
use of a conposition conprising fenvalerate and an efficacy
enhancer to control termtes in the soil, and Kinura further
teaches the use of the efficacy enhancer M3X- 264,
specifically, we concur with the exam ner that it would have
been obvious to one of ordinary skill in the art to arrive at
the clainmed nmethod. It is considered obvious to enploy two

known conpounds for their known and expected results. In re

Ker khoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980).

Throughout the Brief, we find that the appellants’
response to the examner’s rejection has primarily focused on
the shortcom ngs of the individual references and has not been
directed to the conbined teachings of the applied prior art.
The appell ants argue, individually, that Ito, Kinmura and Joyce

do not teach a nethod of applying a conbination of fenval erate
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and M3-264, to soil containing live termtes. Brief, pp. 4-
5. To that end, we point out that the references were relied
on in conbination and that the appell ants cannot denonstrate
nonobvi ousness by attacking the references individually. In
re Betz, supra; In re Young, 403 F.2d 754, 757, 159 USPQ 725,
728 (CCPA 1968).

In addition, we find that the appell ants have
m scharacterized the teachings of Kinmura. According to the
appel | ants Kimura “does not teach or suggest the conbination
of fenvalerate and MK 264, nmuch less a nethod as recited in
claim 6 whereby a conposition containing fenval erate and MX
264 is applied to soil where termtes are alive.” Brief, p.
4, last para. W disagree. As discussed above, Kinmnmura
descri bes his invention as being directed to a conposition
conprising a wood pest-controlling agent and an efficacy
enhancer. Kimura, p. 3. Kinura points to alimted Iist of
ef fi cacy enhancers, which includes the well-known enhancer,
M- 264. Kinura teaches that the disclosed efficacy enhancers

will work effectively with “any insecticides belonging to

pyret hroi d conpounds [enphasis added].” Kinura, p. 6, lines
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1-2. Kinmura further teaches that fenvalerate is one of those
pyret hroi d conpounds whose activity will be enhanced. Thus,
we do not find fromthe facts before us that those of ordinary
skill in the art would need to pick and choose fromtwo broad
genera of conpounds to arrive at the present nethod. Rather,
we find Kinmura teaches that all conbinations will work. That
is, Kimura states that each of the disclosed efficacy
enhancers will increase the effects of each of the wood pest-
controlling agents listed. From such teachings, it is
reasonabl e to conclude that the clainmed nethod of using the
known wood pest-controlling agent, fenvalerate, in conbination
with a known efficacy enhancer of wood pest- controlling
agents, M3K-264, woul d have been obvious to one of ordinary
skill in the art at the tine the application was filed.

As to the appellants’ contention that Kinura does not
teach the application of the conpositions disclosed therein to
soil containing live termtes, we agree with the exam ner that
this claimlimtation is clearly suggested by the reference.
See Kinmura, p. 15, the penultimte sentence.

After a prima facie case of obviousness under 35 U.S.C.
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8§ 103 has been established by the exam ner, the burden of
going forward shifts to the appellants. In re Piasecki, 745
F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr. 1984). 1In
response, the appellants can submt objective evidence of
nonobvi ousness. Such evidence can include unexpected results,
commerci al success, long-felt need in the industry, etc.
Grahamv. John Deere Co., 383 U. S. 1, 17-18, 148 USPQ 459, 467
(1966) .

In the case before us, the appellants urge that they
achi eved unexpectedly superior results when a conposition
conprising fenval erate and MX-264 is added to soil containing
live termtes. Brief, pp. 6-7. The appellants rely on Table
1 in the specification to support their position. W find
thi s argunment unpersuasive for several reasons.

First, we point out that representative claim®6 does not
require any specific nortality rate for termtes in the
treated
soil. Rather, the claimonly requires the application of an
“effective anount” of a conposition conprising fenval erate and

M- 264. The applied prior art denonstrates that “effective”
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anmounts of the claimed conpounds were well known in the art at
the tine the application was filed.

Second, for a showi ng of unexpected results to be
probative evidence of nonobvi ousness, the appellant nust
establish (i) that there is a difference between the results
obtained for the clained invention and those of the prior art,
and (ii) that the difference obtained is significant and woul d
not have been expected by a person having ordinary skill in
the art at the tine the invention was made. In re Freenman,
474 F.2d 1318, 1324, 177 USPQ 139, 143 (CCPA 1973); In re
D Anci cco, 439 F.2d 1244, 169 USPQ 303 (CCPA 1971). This the

appel | ants have not done.

An efficacy enhancer by definition is a conpound which
enhances, or increases, the effectiveness of another conpound.
Therefore, it is reasonable to conclude that those skilled in
the art woul d have expected that a conpound known to increase
the effectiveness of termte-controlling agents, in general,
and of
fenval erate, in particular, would result in an increased

nortality rate in termtes when applied to the soil. W
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direct attention to the teachings of Kinura that conpositions
conprising a wood pest-controlling agent and an efficacy
enhancer “exhibit extrenely superior effects.” Kinura, p. 5,
lines 1-4. According to Kinura, such a conposition is “nmuch
superior inits controlling effect on termtes and wood
borers, as well as in its preservative effect.” 1I1d., para. 4.
Thus, in view of the teachings of Kinura, we find that one of
ordinary skill in the art would have expected that a
conbi nation of fenvalerate and M3-264 woul d i ncrease the
nortality rate in termtes when applied to the soil
Accordingly, the decision of the examner is affirned.
No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RMVED

RONALD H. SM TH
Adm ni strative Patent Judge
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JOAN ELLI'S
Adm ni strative Patent Judge
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